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The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 12-20-02. 2-18-03 and 3-10-03 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) ^ Claim(s) 22-31 and 41-62 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 22-31 and 41-62 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 


3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) (3-The-translation of the foreigrTlanguage provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 14. 15 . 


4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) CH Notice of Informal Patent Application (PTO-152) 

6) □ Other: 


U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

Information Disclosure Statement 

1. The IDS filed on December 20, 2002 and February 18, 2003, have 
been considered. The Examiner has considered the English 
translations of the abstracts of the foreign language documents. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

3. Claims 22-31 and 41-62 are rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was 
filed, had possession of the claimed invention. The claims recite an 
annealing temperature "of at least 550°C". The specification on page 
6, teaches "greater than 400 °C", "800-1050 °C", "800-900 °C" and 
"most preferably 850 °C". The specification do^sjTo^royja^sup_p_ort__ 
for "at least 500 °C". 
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New claims 49-62, recite an annealing temperature of "at least 
1050°C". This recitation is not present in the originally filed specification. 
The high end of the range of the annealing temperature is taught in the 
specification to be 1050°C. 

Applicant argues that In re Wertheim, 191 USPQ 90 (CCPA 1976) 
found that a recitation of a point within the range not specifically taught by 
the specification Is allowed. The section of the MPEP cited by Applicant 
(MPEP 2163.04) teaches, »(T)he inquiry into whether the description 
requirement is met must be determined on a case-by-case basis and is a 
question of fact. In re Wertheim, 541 F.2d 257, 262, 191 USPQ 90, 96 
(CCPA 1976)." Section 2163.05 of the MPEP explains that "(I)n the decision 
in In re Wertheim, 541 F.2d 257, 191 USPQ 90(CCPA 1976), the ranges 
described in the original specification included a range of -25%- 60%" and 
specific examples of -36%- and -50%. - A corresponding new claim 
'imitation to "at least 35°/o'< did not meet the description requirement 
because the phrase "at least" had no upper limit and caused the claim to 
read literally on embodiments outside the "25% to 60%" range, however a 
limitation to "between 35<>/„ and 60%» did meet the description 
requirement." In this case, "at least 3 5 o/„» is a recitation for the specific 
example of »36%» taught in the specification. Therefore, the end points of 
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the range were taught by the specification. In the current application, the 
endpoint of "about 550°C" is not taught or described in the specification. 


Conclusion 

4. Any inquiry concerning this communication should be directed to 
Examiner K. Duda at (703) 308-2292. Official after final FAX 
communications should be sent to (703) 872-9311, all other official 
FAX communications should be sent to (703) 872-9310. 
Any inquiry of a general nature or relating to the status of this 
application should be directed to the receptionist at (703) 308-0661. 



Kathleen Duda 
Primary Examiner 
Art Unit 1756 


